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DETAILED ACTION 



Request for Continued Examination 



1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 
CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. Applicant's submission filed on 1/15/2002 has been entered. 

2. Claims 1, 3, 5, 9, 12 and 16 were amendment as requested. 

3. Claims 1, 2, 5-7, 12-14, and 16-18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Heinonen et al. (U.S. Patent No. 5,887,266). 

4. Claims 8 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Heinonen 
et al. (U.S. Patent No. 5,887,266). 

5. Claims 4, 9-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Heinonen 
et al. (U.S. Patent No. 5,887,266). and further in view of Jonstromer (WO 96/32700). 

6. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heinonen et al. 
(U.S. Patent No. 5,887,266) in view of Lawlor et al. (U.S. Patent No. 6,202,054). 
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Claim Rejections - 35 USC § 102 



7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before the invention 
thereof by the applicant for patent. 

8. Claims 1, 2, 5-7, 12-14, and 16-18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Heinonen et al. (U.S. Patent No. 5,887,266). 

Claim 1 : Heinonen discloses a smart card loading system for loading value over a 
telecommunications network onto a smart card (Col. 1, lines 38-42 and col. 2, lines 22-42), the 
smart card loading system comprising: 

a mobile telephone handset in communication with said telecommunications network, the 
handset including a subscriber identification module, a card reader for communicating with a 
smart card, which is separate from the subscriber identification module of the mobil telephone 
handset (Col. 1, line 57-col. 2, line 14), arranged to be inserted in said handset, and an input 
interface for indicating a value to be loaded onto said smart card, said handset being arranged to 
generate a request message to load the value onto the smart card (Col. 1, lines 10-25 and col. 2, 
lines 50-55); 
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a gateway computer arranged to receive said request message from said handset over said 
telecommunications network and to retransmit said request message (Col. 1, lines 42-45 and col 
3, lines 61-64); 

a funds issuer computer arranged to receive the request message and to debit a consumer 
account associated with the smart card (Col. 3, lines 31-36 and 44-56); and 

an authentication computer arranged to receive said request message (sends and receive 
info..., Col. 10, lines 27-37 and 61-65) and to authenticate said smart card, whereby said smart 
card maybe authorized to load (Col. 1, lines 49-56) the value (Col. 8, lines 36-40 and 52-64, and 
col. 1, lines 53-57). 

Claim 2: Heinonen discloses a smart card (Col. 1, lines 38-42 and col. 2, lines 22-42) 
loading system as recited in claim 1 wherein the telecommunications network is a wireless 
network (Col. 1, lines 38-41 and col. 12, lines 22-36). 

Claim 5: Heinonen discloses a smart card (Col. 1, lines 38-42 and col. 2, lines 22-42) 
loading system for loading value over a telecommunications network onto a smart card, said 
smart card loading system comprising: 

a mobile telephone handset in communication with said telecommunications network, said 
handset including a subscriber identification module, a card reader for communicating with a 
smart card, which is separate from the subscriber identification module of the mobil telephone 
handset (Col. 1, line 57-col. 2, line 14), arranged to generate a funds request message which 
includes an authorization request certificate (Col. 1, lines 10-25 and col. 2, lines 50-55); 
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a gateway computer arranged to receive said funds request message from said handset 
over said telecommunications network and to retransmit said funds request message (Col. 1, lines 
42-45 and col. 3, lines 61-64); 

a funds issuer computer arranged to receive said funds request message, to authenticate 
said smart card using said authorization request certificate (Col. 3, lines 31-36 and 44-56), and to 
generate an authentication response certificate for delivery to the smart card, whereby the smart 
card may validate the authorization request certificate and load (Col. 1, lines 49-56) the value 
(Col. 8, lines 36-40 and 52-64, and col. 1, lines 53-57), wherein the smart card is able to be 
remove from the handset (Col. 1, line 57-col. 2, line 14) to interface with a point-of-sale terminal 
through a contact interface with the point-of-sale terminal (Col. 10, lines 17-27). 

Claim 6: Heinonen discloses a smart card loading system as recited in claim 5 wherein 
the telecommunications network is a wireless network (Col. 1, lines 38-41 and col. 12, lines 22- 
36). 

Claim 7: Heinonen discloses a smart card loading system as recited in claim 6 wherein 
said funds request message is integrated with the Short Message Service (SMS) channel of the 
telecommunications network (Col. 8, lines 12-42, col. 9, lines 50-64 and col. 1, lines 49-56). 

Claim 12: Heinonen discloses a method of loading (Col. 1, lines 49-56) value over a 
telecommunications network onto a smart card (Col. 1, lines 38-42 and col. 2, lines 22-42), the 
method comprising: 
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receiving at a mobile telephone handset with a subscriber identification module (Col. 1, 
line 57-col. 2, line 14) a request from a user to load a value into a stored-value application of the 
smart card inserted in the handset (Col. 1, lines 10-25 and col. 2, lines 50-55); 

opening a second application on the smart card capable of funding the stored value 
application (Col. 1, lines 42-45); 

generating a funds request message which includes the value and an authorization 
certificate (Col. 3, lines 61-64); 

sending the funds request message over said telecommunications network to a funds issuer 
computer arranged to authenticate said second application and to generate an authentication 
response certificate (Col. 8, lines 46-49); 

receiving a response message which includes the authentication response certificate; 
validating the authentication response certificate (Col. 3, lines 31-36 and 44-56); and 

loading the value onto the stored-value application of said smart card from the second 
application (Col. 1, lines 49-56, Col. 8, lines 36-40 and 52-64, and col. 1, lines 53-57).. 

Claim 13: Heinonen discloses a method as recited in claim 12 wherein the 
telecommunications network is a wireless network (Col. 1, lines 38-41 and col. 12, lines 22-36).. 

Claim 14: Heinonen discloses a method as recited in claim 13 wherein said messages are 
integrated with the Short Message Service (SMS) channel of said telecommunications network 
(Col. 8, lines 12-42, col. 9, lines 50-64 and col. 1, lines 49-56). 
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Claim 16: Heinonen discloses a purchasing system for purchasing an item over a 
telecommunications network, the purchasing system comprising: 

the telecommunications network for providing communication between entities; with a 
mobile telephone handset in communication with said telecommunications network, the handset 
including a subscriber identification module, a card reader for communicating with a smart card 
(Col. 1, lines 38-42 and col. 2, lines 22-42), which is separate from the subscriber identification 
module of the mobil telephone handset (Col. 1, line 57-col. 2, line 14), arranged to be inserted in 
the handset, and an input interface, the handset arranged to generate an order request message 
(Col. 1, lines 42-45 and col. 3, lines 61-64); 

a merchant server computer arranged to receive said order request message and to 
generate a purchase instruction message intended for the handset (MCU, figure 1); 

a payment server computer arranged to receive a draw request message from the handset, 
to generate a debit message intended for the smart card, and to confirm payment by the smart 
card to said merchant server computer, whereby the item is purchased over the 
telecommunications network and may be released to a user associated with the smart card (system 
for making payments, Abstract). 

Claim 17: Heinonen discloses a smart card loading system as recited in claim 16 
wherein the telecommunications network is a wireless network (Col. 1, lines 38-41 and col. 12, 
lines 22-36). 
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Claim 18: Heinonen discloses a smart card loading system as recited in claim 17 
wherein said messages are integrated with the Short Message Service (SMS) channel of said 
telecommunications network (Col. 8, lines 12-42, col 9, lines 50-64 and col. 1, lines 49-56). 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
- manner in-which- the invention was-made.- ■- --. — — 

10. Claims 8 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Heinonen 
eLaL(U.S. Patent No. 5,887,266). 

Claim 8: Heinonen discloses smart card loading system as recited in claim 5. However 
Heinonen does not explicitly disclose wherein in response to a successful load, the handset is 
arranged to generate a transaction certificate to be used for irrepudiation. Official Notice is taken 
that is old and well known within the payment arts that in response to a successful load, the 
handset is arranged to generate a transaction certificate to be used for irrepudiation. Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was made 
to generate a transaction certificate to be used for irrepudiation. One would have been motivated 
to use such step in order to prevent contention on the use of the system. 
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Claim 15: Heinonen discloses a method as recited in claim 12. However Heinonen does 
not explicitly disclose generating a transaction certificate to be used for irrepudiation. Official 
Notice is taken that is old and well known within the payment arts generate a transaction 
certificate to be used for irrepudiation. Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to generate a transaction certificate to 
be used for irrepudiation. One would have been motivated to use such step in order to prevent 
contention on the use of the system. 

11. Claims 4, 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Heinonen 
et al. (U.S. Patent No. 5,887,266) in view of Jonstromer (WO 96/32700). 

Claim 4: Heinonen discloses a smart card loading system as recited in claim 1 . However, 
Heinonen does not explicitly disclose wherein the authentication computer authenticates the smart 
card using a first cryptographic signature and generates a second cryptographic signature to 
authenticate a load response, whereby the transaction is secured. Jonstromer discloses such steps 
(Page 1, line 24-page 2, line 8, page 8, lines 25-32, page 13, line 31 -page 14, line 9, and page 16, 
line 13-page 17, line 22). Therefore, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to authenticate the smart card using a first 
cryptographic signature and generates a second cryptographic signature to authenticate a load 
response. One would have been motivated to use such steps in order to increase the system 
security. 
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Claim 9: Heinonen discloses a method of loading value over a telecommunications 
network onto a smart card (Col. 1, lines 38-42 and col. 2, lines 22-42) and transacting a purchase 
with the smart card (Col. 10, lines 17-39), the method comprising: 

receiving at a mobile telephone handset a request from a user to load a value onto the 
smart card inserted in said handset; generating a funds request message which includes said value; 

sending said funds request message over said telecommunications network to a funds 
issuer computer arranged to debit an account associated with said user; generating a load request 
message (Col. 1, lines 10-25 and col. 2, lines 50-55); 

sending said load request message over said telecommunications network to an 
authentication computer arranged to authenticate said smart card (Col. 1, lines 49-56); 
approval to load, loading said value onto said smart card (Col. 1, lines 49-56); 

removing the smart card from the handset (Col. 1, line 57-col. 2, line 14); 

placing the smart card in contact with a point-of-sale terminal to provide a contact 
interface with the point-of-sale terminal (Col. 10, lines 18-27); and 

using the point-of-sale terminal to debit the smart card to perform a purchase ((Col. 10, 
lines 28-38). 

Heinonen does not explicitly disclose including a first cryptographic signature, receiving a 
response message which includes a second cryptographic signature; and validating the second 
cryptographic signature. Jonstromer discloses such steps (Page 1, line 24-page 2, line 8, page 8, 
lines 25-32, page 13, line 31 -page 14, line 9, and page 16, line 13-page 17, line 22). Therefore, it 
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would have been obvious to one having ordinary skill in the art at the time the invention was made 
to include those steps in the Heinonen's system. One would have been motivated to use such 
steps in order to increase the system security. 

Claim 10: Heinonen and Jonstromer disclose a method as recited in claim 9. Further, 
Heinonen also discloses wherein the telecommunications network is a wireless network (Col. 1, 
lines 38-41 and col. 12, lines 22-36). 

Claim 1 1 : Heinonen and Jonstromer disclose a method as recited in claim 10. Further, 
Heinonen also discloses wherein the messages are integrated with the Short Message Service 
(SMS) channel of the telecommunications network (Col. 8, lines 12-42, col. 9, lines 50-64 and 
col. 1, lines 49-56). 

12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heinonen et al. 
(U.S. Patent No. 5,887,266) in view of Lawlor et al. (U.S. Patent No. 6,202,054). 

Claim 3: Heinonen discloses a smart card (Col, 1, lines 38-42 and col. 2, lines 22-42) 
loading system as recited in claim 2. However, Heinonen does not explicitly disclose wherein the 
card reader is a Europay-Mastercard-Visa type card reader. Lawlor disclose such as a step in a 
system which includes handset, smart card, subscriber identification, and POS (Col. 41, lines 1- 
30). Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to include that step in the Heinonen's system. One would have been 
motivated to use such steps in order to increase the use of the system. 
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Response to Arguments 



13. Applicant's arguments with respect to claim 3 have been considered but are moot in view 
of the new ground(s) of rejection. 

14. Applicant's arguments with respect to claims 1, 5, 9, 12 and 16 have been fully considered 
but they are not persuasive. 



15. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

16. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Exr. Pedro R. Kanof whose telephone number is (703) 308-9552. The 
examiner can normally be reached on weekdays from 7:30 a.m. to 4:00 p.m. 



Conclusion 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Vincent Millin, can be reached on (703) 308-1065. The fax phone number for 
this Group is (703) 308-1396. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-3900. 
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